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DETAILED ACTION 

1. Submission filed on March 14, 2005 has been entered. Claims 1, 3-5, 9-11, 15- 
41 are pending. Claims 1 , 3-5, 9-1 1 , 15-28, 38-41 read on the elected species and are 
under consideration. Claims 29-37 are withdrawn from further consideration for the 
reasons set forth in Paper Nos. 3, 5-6. 

The claims are directed to compositions comprising a non-cyanoacylate 
polymers such as polyvinyl esters) or poly(vinylethers) in combination with alkyl 
cyanoacrylate monomers and a radiopacifier . 

2. Applicant's arguments filed March 14, 2005 have been fully considered but they 
are not persuasive for the reasoning discussed below. 

Claim Rejections - 35 USC § 103 
The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 1, 3-5, 9-11, 15-28, 39-41 stand rejected under 35 U.S.C. 103(a) as 
being unpatentable over Krall et al WO 00/44287 (WO l 287) in view of Slaikeu et al US 
Patent 6,160,025. 

4. Applicant argues that Slaikeu uses the hydrolyzed polyvinyl acetate polymers as 
an agglromerant not a rheology modifying agent, (see Arguments at page 8, 1 st para). 

5. In response Examiner states that the fact that applicant has recognized another 
advantage, which would, flow naturally from following the suggestion of the prior art 
cannot be the basis for patentability when the differences would otherwise be obvious. 
See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). Here, Krall 
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merely lacks the non-cayanoacrylate polymers in his compositions. Slaikeu is used to 
show that non-cyanoacrylate polymeric moieties, such as polyvinyl acetate (PVA) 
having a molecular weight (MW) in the ranges of 10,000-500,000, are suitable polymers 
for use as embolizing agent (abstract; col 9, lines 19-35) and they can specifically 
provides suitable viscosities for polymeric embolizing agents (see col 5, lines 1-3). 
Thus, using such non-cyanoacrylate polymers with the polymers of Krall would have 
flown naturally from the teachings of the references regardless of their intended 
purpose. 

6. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the both the 
references and the general knowledge in the art provide for such motivation. 

First, Slaikeu specifically provides that viscosities of polymeric embolizing agents 
are sensitive to the MW of the polymer employed, (see col 5, lines 1-3). Accordingly, 
Slaikeu provides guidance that MW can be modified to provide optimal viscosity for 
embolizing agents (see col 5, lines 5-26). 

Second, it is well recognized in the art that embolic agents for in vivo delivery 
require a suitable viscosity in order to reach the site of interest. Thus, the state of art 
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recognizes optimization of the viscosity of a polymeric composition by adding other 
suitable and compatible agents. 

Further, it has been held to be prima facie obvious to combine two compositions 
each of which is taught by prior art to be useful for same purpose in order to form third 
composition that is to be used for very same purpose; idea of combining them flows 
logically from their having been individually taught in prior art. In re Kerkhoven, 205 
USPQ 1069 (CCPA 1980). Here, there is no evidence showing that combination as 
proposed would not flow logically from the teachings of the cited references. There is no 
direct teaching away. Thus, the combination of references is proper. 

7. Finally, in response to applicant's argument that polyvinyl acetate polymers in 
Slaikeu has a different intended purpose, Examiner replies that an intended use of the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. See In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) and In re Otto, 312 
F.2d 937, 939, 136 USPQ 458, 459 (CCPA 1963). Here, no matter what the intended 
purpose of the polymers of Slaikeu, they do not have any structural difference with 
those instantly claimed. Thus, the fall polymers of Slaikeu falls within the scope of the 
instant claims and can inherently provide the same function. 

8. Applicant also argues that the viscosity of various molecular polymers of partially 
hydrolyzed polyvinyl acetate is not relevant to the applicant's use rheology polymers 
above a molecular weight of 200,000. (see Remarks at page 8, 3 rd para.). In response, 
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Examiner states that such, line of arguments are not commensurate with the scope of 
the pending claims, because the instant claims are not limited to any such limitations. 

9. Claims 1, 3-5, 9-11 , 15-28, 38-41 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Krall et al WO 00/44287 (WO '287) in view of Slaikeu et al US Patent 
6,160,025 as applied to claims 1,3-5, 9-11, 15-28, 39-41 and further in view of 
Hechenberger et al US Patent 4,997,861 . 

1 0. With respect to this rejection Applicant argues that Hechenberger is used for 
industrial purposes, (see Arguments at page 9). In response to applicant's argument 
Examiner states that it has been held that a prior art reference must either be in the field 
of applicant's endeavor or, if not, then be reasonably pertinent to the particular problem 
with which the applicant was concerned, in order to be relied upon as a basis for 
rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 
(Fed.Cir. 1992). 

In this case, Hechenberger teaches methods of improving the adhesive 
properties and stability of compositions comprising cyanoacrylate and non 
cyanoacryalte polymeric in general, regardless of their intended use. Examiner views 
methods of improving the stability of polymeric compositions to be a function of the type 
of polymers employed in the composition regardless of their intended use. Here, 
Hechenberger solves the problem of associated with the stability of a polymeric 
compositions There is no evidence on record that improving the stability of compositions 
as described by Hechenberger is a function of specific intended use or specific type of 
application. Since, such problem is reasonable pertinent to the instant claims, Examiner 
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views Hechenberger to be applicable. Accordingly, the rejection is proper and is 
maintained. 

Conclusion 

No claims are allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shahnam Sharareh whose telephone number is 571 - 
272-0630. The examiner can normally be reached on 8:30 am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan, PhD can be reached on 571-272-0629. The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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